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The MAILING DATE of this communication appears on the cover sheet with the correspondence address ~ 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)13 Responsive to communication(s) filed on 15 June 2006 , 
2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) I3 Claim(s) 26-36 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) IEI Claim(s) 26-36 is/are rejected. 

7) I3 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)121 The drawing(s) filed on 12 November 2004 is/are: a)IEI accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)DAII b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 1.72(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Pa P er No(s)/Mail Date. p . 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 
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DETAILED ACTION 

1 . This action is response to Applicant's after-final amendment and response filed. 
The after-final amendment has been entered. Claim 36 has been amended. Claims 1- 
25 have been cancelled. Claims 26-36 are pending and under examination. 

2 Upon further consideration and review the finality of the last Office action has 
been withdrawn. This action is non-final. 

Objection/Rejection Withdrawn 
further review the following rejections are withdrawn: 
objection of claims 21-25, page 2, paragraph 4 of the Final Office action, 
rejection of claims 21-30 under 103(a), pages 3-6, paragraph 5 of the 
Final Office action. 

rejection of claims 21-36 under 103(a), pages 7-9, paragraph 6 of the 
Final Office action. 



3. 



Upon 

a) 

b) 



c) 
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Priority 

4. If applicant desires to claim the benefit of a prior-filed application under 35 U.S.C 
1 19(e), a specific reference to the prior-filed application in compliance with 37 CFR 
1 .78(a) must be included in the first sentence(s) of the specification following the title or 
in an application data sheet. For benefit claims under 35 U.S.C. 120, 121 or 365(c), the 
reference must include the relationship (i.e., continuation, divisional, or continuation-in- 
part) of the applications. Applicant has not properly claimed benefit to provisional 
application 60/164,286 filed November 8, 1999. It appears that Applicant's records are 
not consistent with the U.S. Patent and Trademark Office. Applicant is given the priority 
benefit to divisional application 10/726, 029 filed December 2, 2003. 

New Ground of Rejection 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this 
title before the invention thereof by the applicant for patent. 

As stated in paragraph 4 of this action, Applicant has not perfected the priority 
data. Therefore, the following art rejection is applied. 
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5. Claims 26-36 are rejected under 35 U.S.C. 102(e) as anticipated by Hymas et al 
(U.S. Patent No. 6,548,069 B2, published April 15, 2003). 

Claims 26-36 are drawn to a vaccine composition comprising (a) an 
immunologically effective amount (i) at least two inactivated Mycoplasma bovis biotypes 
and (ii) an inactivated Mycoplasma alkalescens, wherein said immunologically effective 
amount is protective in a vaccinate against Bovine Respiratory Disease resulting from 
Mycoplasma infection, (b) an adjuvant and (c) a pharmaceutical^ effective carrier. 

Hymas et al teach compositions comprising at least two virulent Mycoplasma 
bovis isolates of differing biotypes and an isolate of M. alkalescens (column 3). Hymas 
et al teach that the compositions of the invention may include other antigens (columns 
5-6). Hymas et al teach that the compositions can contain suitable vehicles and 
adjuvants (columns 10-1 1). Claims limitations such as, isolating DNA from biotypes, 
amplifying the DNA by PCR fingerprinting, ribosomal RNA or DNA polymorphisms, 
separating the amplified DNA by gel electrophoresis and comparing the resulting 
patterns are being viewed as process limitations. The products of the prior art 
reference appear to be the same as the product claimed by the applicant because they 
appear to possess the same or similar functional characteristics. The purification or 
production of a product by a particular process does not impart novelty or 
unobviousness to a product when the same product is taught by the prior art. This is 
particularly true when properties of the product are not changed by the process in an 
unexpected manner. See In re Thorpe. 227 USPO 964 (CAFC 1985): In re Marosi. 218 
USPO 289. 29222-293 (CAFC 1983): In re Brown. 173 USPO 685 (CCPA 1972) . Even 
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if applicant's product can be shown to be of higher purity than the product of the prior art 
reference, applicant's needs to show some unexpected and unique utility or property, 
such as unexpected biologically significant increase in specific activity with which the 
increased purity, greater stability and/or practicality or freedom from some restrictive 
element or adverse side effects inherent in the product preparations of the prior art or 
some other secondary consideration which the additional degree of purity imparts (to 
which there is a basis in the specification) to applicant's product in order to overcome 
the aspect of the product's purity is relied upon. 

Since the Office does not have the facilities for examining and comparing 
applicant's vaccine with the vaccine of the prior art, the burden is on the applicant to 
show a novel or unobvious difference between the claimed product and the product of 
the prior art (i.e., that the vaccine of the prior art does not possess the same material 
structural and functional characteristics of the claimed vaccine). See In re Best , 562 
F.2d 1252, 195 USPQ 430 (CCPA 1977) and In re Fitzgerald et al. . 205 USPQ 594. 

Status of Claims 

6. No claims allowed. 
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Conclusion 



7. Any inquiry of the general nature or relating to the status of this general 
application should be directed to the Group receptionist whose telephone number is 
(571)272-1600. 

Papers relating to this application may be submitted to Technology Center 1600, 
Group 1640 by facsimile transmission. The faxing of such papers must conform with 
the notice published in the Office Gazette, 1096 OG 30 (November 15, 1989). Should 
applicant wish to FAX a response, the current FAX number for the Group 1600 is (571) 
272-8300. 

Any inquiry concerning this communication from the examiner should be directed 
to Vanessa L. Ford, whose telephone number is (571) 272-0857. The examiner can 
normally be reached on Monday - Friday from 9:00 AM to 6:00 PM. If attempts to reach 
the examiner by telephone are unsuccessful, the examiner's supervisor, Jeffery Siew, 
can be reached at (571) 272-0787. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see <http ://pai r-d i rect. uspto .qov./> . 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Vanessa L. Ford 
Biotechnology Patent Examiner 
December 21, 2006 



